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1. Claims 102-126 have been examined. Application 10/661,886 (METHOD AND 
SYSTEM FOR REDEEMING PRODUCT MARKETING REBATES) has a filing 
date 09/15/2003 is a continuation of 09495819 (02/02/2000; Pat: 6748365). 
Which Claims Priority from Provisional Application 60154087 (09/15/1999). 

Response to Amendment 

2. In response to Non Final Rejection filed 07/30/2008, the Applicant filed a request 
for reconsideration on 11/12/2008. 

Double Patenting 

3. A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." 
(Emphasis added). Thus, the term "same invention," in this context, means an 
invention drawn to identical subject matter. See Miller v. Eagle Mfg. Co., 151 
U.S. 186 (1894); In re Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and 
In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 


Claim 103 is provisionally rejected under 35 U.S.C. 101 as claiming the same 

invention as that of claim 36 of copending Application No. 10/098,948. This is a 
provisional double patenting rejection since the conflicting claims have not in fact been 
patented. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under 
section 122(b), by another filed in the United States before the invention by the 
applicant for patent or (2) a patent granted on an application for patent by 
another filed in the United States before the invention by the applicant for patent, 
except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application 
filed in the United States only if the international application designated the 
United States and was published under Article 21(2) of such treaty in the English 
language. 

Claims 102-126 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Jacoves (US 2001/0018664). 

Claim 102. Jacoves teaches: 

A method of processing a rebate claim from a purchaser purchasing one or more 
products from a marketing entity in a single purchase transaction, in which one or more 
of the products purchased is associated with a promotional offer, comprising the steps 
of: 

(a) receiving at a processing site from a supplier of the products information 
relating to the promotions associated with such products (see paragraph 58); 

(b) receiving at the processing site from the purchaser subsequent to the 

completion of the purchase, a unique transaction identifier, such identifier being 
assigned at the point-of-sale of a purchase transaction and being independent of the 
identification of products purchased in such purchase transaction (see paragraphs 45, 
46 and 49 "four digit code"); 
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(c) receiving at tine processing site from tlie marl<eting entity information relating 
to the unique transaction identifier and the products purchased in that transaction (see 
paragraph 44); 

(d) using at the processing site, the unique transaction identifier provided by the 
purchaser to access the information provided by the supplier and the marketing entity to 
ascertain the applicability of promotions to the identified purchase transaction (see 
paragraphs 44-46); and 

(e) validating each of the applicable promotions (see paragraph 45). 
Claim 103, Jacoves teaches: 

(f) ascertaining the value of the applicable promotions, and providing the 
purchaser with the ascertained value subsequent to the completion of the purchaser 
transaction (see paragraph 45). 

Claim 104, Jacoves teaches: 

A computerized system for processing a rebate claim submitted by a purchaser 
who, during a sales transaction, had purchased one or more products at least one of 
which may qualify for one or more rebate promotions, and in which such purchaser had 
been given a transaction code for identifying such transaction; said system comprising: 

at least one data input port for receiving: 

(a) product promotion rebate information containing an identification of 
eligible products and services (see figure 1); 

(b) a plurality of purchase data records, each purchase data record pertaining to 
a sales transaction, wherein each purchase data record (i) includes a transaction code 
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for identifying the sales transaction and (ii) identifies at least one product purchased in 
connection with such transaction (see figure 16); and 

(c) a purchaser rebate claim containing a transaction code assigned at the 
point of sale (see paragraph 46); 

a memory communicating with said at least one data input port (i) for storing as a 
stored data record each transaction code and the identity of all products associated with 
such transaction code, and (ii) for storing said product promotion rebate information 
(see figure 16); 

a processor communicating with said at least one data input port and said 
memory and which is programmed, in response to receiving a purchaser rebate claim: 
(i) to seek to match the transaction code submitted in the purchase rebate claim with a 
transaction code of a stored data record (see paragraph 46); and (ii) upon successfully 
matching a transaction code submitted with a rebate claim with a transaction code 
stored in a stored data record, to compare a first product contained in said stored data 
record with the stored product promotion rebate information to determine if such first 
product is eligible for one or more rebates (see paragraph 44-46). 

Claim 105, Jacoves teaches: 

wherein the processor is further programmed to: 

(iii) to determine if said stored data record contains additional products and, if so, 
to compare each additional product or with the stored product promotion rebate 
information to determine if such product is eligible for one or more rebates (see 
paragraph 44); and 
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(iv) to validate each rebate for all eligible products contained in tlie stored data 
record associated with the purchaser rebate claim (see paragraph 44). 
Claim 106, Jacoves teaches: 

wherein said product promotion rebate information further contains the amount of 
each rebate for each eligible product and wherein said processor is programmed to 
determine the total value of rebates for the eligible products in the stored data record 
associated with the purchaser rebate claim (see paragraph 44-45). 

Claim 107, Jacoves teaches: 

in which the processor is programmed, responsive to an event, to issue a rebate 
to the purchaser (see paragraph 76). 
Claim 108, Jacoves teaches: 

wherein such event is a request from the purchaser (see paragraph 45). 

Claim 109. Jacoves teaches: 

wherein the " product promotion rebate information further contains an expiration 
date, and wherein such event is the expiration of a promotion (see figure 5 item 504). 
Claim 110, Jacoves teaches: 

A method of processing a rebate claim submitted by a purchaser who, during a 
sales transaction, had purchased two or more products at least one of which qualifies 
for one or more rebate promotions, and in which such purchaser had been given a 
transaction code for identifying such transaction; comprising the steps of: 

(a) receiving and electronically storing product promotion rebate information 
containing an identification of eligible products and services (see paragraph 58); (b) 
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receiving and storing a plurality of purchase data records, each purchase data record 
pertaining to a sales transaction, wherein each purchase data record includes a 
transaction code for identifying a sales transaction and identifies at least two products, 
purchased in connection with such transaction (see figure 16); (c) receiving a purchaser 
rebate claim containing a transaction code and purchaser identification information (see 
paragraphs 44-46); 

(d) using a processor, matching the transaction code submitted in the purchase 
rebate claim with a transaction code of a stored purchase data record (see paragraph 

46); 

(e) comparing each product service contained in said stored purchase data 
record with the stored product promotion rebate information to determine if such product 
is eligible for one or more rebates (see paragraph 44); and 

(f) validating each rebate for all eligible products contained in the stored 
purchase data record associated with the purchaser rebate claim (see paragraph 46). 

Claim 111, Jacoves teaches: 

wherein at least one purchased product does not qualify for a rebate promotion 
(see figure 3a "items not marked with *"). 
Claim 112, Jacoves teaches: 

wherein said product promotion rebate information contains the amount of each 
rebate for each eligible product and further comprising the step of determining the total 
value of rebates for the eligible products in the stored purchase data record associated 
with the purchaser rebate claim (see figure 5). 
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Claim 113, Jacoves teaclies: 

comprising further the step, responsive to an event, of issuing a rebate to the 
purchaser (see figure 5). 

Claim 1 14, Jacoves teaches: 

wherein Such event is a request from the purchaser (see paragraph 45). 
Claim 115, Jacoves teaches: 

wherein the product promotion rebate information further contains an expiration 
date, and wherein such event is the expiration of a promotion (see figure 5, item 504). 

Claim 116, Jacoves teaches: 
A method of processing a rebate claim submitted by a purchaser who, during a sales 
transaction, had purchased one or more products at least one of which qualifies for one 
or more rebate promotions, and in which such purchaser had been given a transaction 
code for identifying such transaction; comprising the steps of: 

(a) receiving and electronically storing product promotion rebate 
information containing an identification of eligible products (see figure 1); 

(b) receiving a plurality of purchase data records, each purchase data record 
pertaining to a sales transaction, wherein each purchase data record (i) 
includes a transaction code for identifying a sales transaction (see paragraph 44) and 
(ii) identifies at least one product purchased in connection with such 
transaction (see figure 16); 
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(c) electronically storing as a stored data record each transaction code and 
the identity of all products associated with such transaction 
code (see figure 16); 

(d) receiving a purchaser rebate claim containing a transaction code and 
purchaser identification information (see paragraph 44); 

(e) using a processor, matching the transaction code submitted in the 
purchase rebate claim with a transaction code of a stored data record (see paragraph 
46); 

(f) upon successfully matching a rebate claim transaction code with a stored 
data record, comparing a first product contained in said stored 
data record with the product promotion rebate information to determine if 
such product is eligible for one or more rebates (see paragraph 44-46); 

(g) determining if said stored data record contains additional products or 
and, if so, comparing each additional product with the 
product promotion rebate information to determine if such product or 
is eligible for one or more rebates (see paragraph 44-46); and 

(h) validating each rebate for all eligible products contained in the stored data 
record associated with the purchaser rebate claim (see paragraphs 44-46). 

Claim 117, Jacoves teaches: 

wherein said product promotion rebate information further contains the amount of 
each rebate for each eligible product and further comprising the step of determining the 
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total value of rebates for the eligible products in the stored purchase data record 
associated with the purchaser rebate claim (see figure 15). 
Claim 118, Jacoves teaches: 

comprising further the step, responsive to an event, of issuing a rebate to the 
purchaser (see paragraph 45). 

Claim 1 1 9, Jacoves teaches: 

wherein such event is a request from the purchaser (see paragraph 45). 
Claim 120, Jacoves teaches: 

wherein the product promotion rebate information further contains an expiration 
date, and wherein such event is the expiration of a promotion (see figure 5, Item 504). 
Claim 1 21 , Jacoves teaches: 

A system for administering and processing rebate claims for products eligible for 
one or more rebates, said system comprising a point-of-sale computer system and a 
remote rebate processing center having a rebate processing center computer system; 
wherein said point-of-sale computer system comprises: 

(a) a terminal for processing a transaction involving the sale of one or more 
products irrespective of whether such products are 
eligible for a rebate, and for assigning to a purchaser a transaction code for Identifying 
such transaction (see paragraph 44); 

(b) programming for generating a purchase data record of said transaction which 
includes said transaction code and identifies at least one product oF purchased in 
connection with such transaction (see figure 16); 
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(c) a data link for establisliing communication with said rebate processing center 
computer system for transmitting said purchase data record (see paragraph 44-45); 

and wherein said rebate processing center computer system comprises: 
a memory for storing as a stored data record a plurality of transaction codes, and the 
identity of all products associated with each transaction code, received from said point- 
of-sale computer system, and for storing product promotion rebate information 
containing an identification of eligible products and a processor which is programmed, in 
response to receiving a rebate claim from a purchaser containing a transaction code 
(see paragraph 44): 

(i) to seek to match the transaction code submitted in the rebate claim with a 
transaction code of a stored data record (see paragraphs 44-46); 
(ii) upon successfully matching a rebate claim transaction code with a stored data 
record transaction code, to compare a first product or contained in said stored data 
record with the stored product promotion rebate information to determine if such first 
product or is eligible for one or more rebates (see paragraphs 44-46); 
(ill) to determine if said stored data record contains additional products and, if so, to 
compare each additional product or with the stored production promotion rebate 
information to determine if such product is eligible for one or more rebates (see col 
paragraphs 44-46); and 

(iv) to validate each rebate for all eligible products contained in the stored data 
record associated with the purchaser rebate claim (see paragraphs 44-46). 

Claim 122, Jacoves teaches: 
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wherein said product promotion rebate information further contains the amount of 
each rebate for each eligible product and wherein said processor is programmed to 
determine the total value of rebates for the eligible products in the stored data record 
associated with the purchaser rebate claim (see paragraphs 44-45). 

Claim 123. Jacoves teaches: 

in which the processor is programmed, responsive to an event, to issue a rebate 
to the purchaser (see paragraph 45). 
Claim 124, Jacoves teaches: 

A method for administering and processing rebate claims for products eligible for 
one or more rebates, said method comprising the steps, at a point-of-sale, of: 

(a) processing a transaction involving the sale of one or more products 
irrespective of whether such products are eligible for a rebate, and assigning to a 
purchaser a transaction code for identifying such transaction (see paragraphs 44-46); 

(b) generating a purchase data record of such transaction which includes said 
transaction code and identifies at least one product purchased in connection with such 
transaction (see paragraph 44); 

(c) transmitting said purchase data record to a remote rebate processing center 
(see paragraph 44 figure 6-7); and further comprising the steps, at a remote rebate 
claim processing system, of: 

receiving said purchase data record and electronically storing as a stored data 
record the transaction code and the identity of all products associated with the 
transaction code contained in said purchase data record (see figure 7 item DBS); 
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electronically storing product promotion rebate information containing an identification of 
eligible products and using a processor, in response to receiving a rebate claim from a 
purchaser containing a transaction code (see paragraph 44-46), 

(i) seek to match the transaction code submitted in the rebate claim with a transaction 
code of a stored data record (see paragraph 46); 

(ii) upon successfully matching a rebate claim transaction code with a stored data 
record transaction code, compare a first product oF contained in said stored data record 
with the stored product promotion rebate information to determine if such first product or 
is eligible for one or more rebates (see paragraphs 44-46); 

(ill) determine if said stored data record contains additional products 
and, if so, compare each additional product or service with the stored production 
promotion rebate information to determine if such product is eligible for one or more 
rebates (see paragraphs 44-46); and 

(iv) validate each rebate for all eligible products contained in the stored data 
record associated with the purchaser rebate claim (see paragraphs 44-46). 

Claim 125, Jacoves teaches: 

wherein said product promotion rebate information contains the amount of each 
rebate for each eligible product and further comprising the step of determining the total 
value of rebates for the eligible products in the stored data record associated with the 
purchaser rebate claim (see paragraph 45). 

Claim 126, Jacoves teaches: 
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in responsive to an event, of issuing a rebate to the purcliaser (see paragraph 45). 
Response to Arguments 

5. Applicant's arguments with respect to the claims have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DANIEL LASTRA whose telephone number is 
571-272-6720 and fax 571-273-6720. The examiner can normally be reached on 
9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James W. Myhre can be reached on (571)272-6722. The official Fax 
number is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (BBC) at 866-217-9197 (toll-free). 


/DANIEL LASTRA/ 
Examiner, Art Unit 3688 
January 6, 2009 


